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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 21 February 2006 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1^4 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) ±4 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 03 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 21 February 2006 is/are: a)D accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)Q None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Election/Restrictions 

1. Applicant's election with traverse of claims 1-4 in the reply filed on 1/3/06 is 
acknowledged. The traversal is on the ground(s) that "for claims 1-4 to be examined, the subject 
matter of claims 5-8 will also have to be searched and considered since claims 5-8 recite 
limitations substantially the same as claims 1-4. This is not found persuasive because claims 1-4 
are not substantially the same as claims 5-8 else the two groups of claims will be subject to an 
obvious type double patenting rejection. Further, the two groups of claims have two distinct 
classifications.. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 5-8 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on 1-3-06. 

3. The response submitted 2-21-06 contains new and amended claims 1-14, which a re 
subject to restriction. 

Group I. claims 1-4 are drawn to a fuel dispensing system for fueling a vehicle 
equipped with an ORVR system, classified in class 701/36; 123/519.. 

Group II claims 5-8 are drawn to a fueling arrangement compatible with ORVR 
equipped vehicle, classified in class 137/202, 588. 

Group II. Claims 9-14 are drawn to an arrangement for making refueling nozzles 
compatible with ORVR equipped vehicles, classified in class 141/4, 45, 64, 59. 
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4. Inventions of group (VII) and group (III) are related as process of making and product 
made. The inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make another and materially different product or (2) that the 
product as claimed can be made by another and materially different process (MPEP § 806.05(f)). 
In the instant case that the product as claimed can be made by another and materially different 
process. That is the second ends of the first and second passageways can be vented exactly at the 
fuel discharge end of said nozzle, instead of being vented near the fuel discharge end of said 
nozzle. 

5. Inventions of group (II) and group (I) are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that 
the subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the 
instant case, the combination as claimed does not require the particulars of the subcombination 
as claimed because invention (a) does not require "making refueling nozzles having diaphragm 
controlled shut-off devices compatible with ORVR equipped vehicles" for patentability. The 
subcombination has separate utility such as having a "making refueling nozzles having 
diaphragm controlled shut-off devices compatible with ORVR equipped vehicles" 

6. Because these inventions are independent or distinct for the reasons given above and 
have acquired a separate status in the art in view of their different classification, restriction for 
examination purposes as indicated is proper. 

7. The examiner has required restriction between product and process claims. Where 
applicant elects claims directed to the product, and the product claims are subsequently found 
allowable, withdrawn process claims that depend from or otherwise require all the limitations of 
the allowable product claim will be considered for rejoinder. All claims directed a nonelected 
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process invention must require all the limitations of an allowable product claim for that process 
invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product claims and 
the rejoined process claims will be withdrawn, and the rejoined process claims will be fully 
examined for patentability in accordance with 37 CFR 1.104. Thus, to be allowable, the rejoined 
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102, 
103 and 1 12. Until all claims to the elected product are found allowable, an otherwise proper 
restriction requirement between product claims and process claims may be maintained. 
Withdrawn process claims that are not commensurate in scope with an allowable product claim 
will not be rejoined. See MPEP § 821.04(b). Additionally, in order to retain the right to rejoinder 
in accordance with the above policy, applicant is advised that the process claims should be 
amended during prosecution to require the limitations of the product claims. Failure to do so 
may result in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement is 
withdrawn by the examiner before the patent issues. See MPEP § 804.01. 

8. In the response submitted 1-3-06, the applicant elected claims 1-4 for prosecution. 

Accordingly, claims 5-14 are withdrawn from consideration as being directed to a non-elected 

invention. See 37 CFR 1.142(b) and MPEP § 821.03. 



Specification/Drawings 

9. The specification/drawings received on 2-21-06 have not been entered. The 
specification/drawings contain new matter as they are related to a complete new and different 
invention. 

10. The amendment filed 2-21-06 is objected to under 35 U.S.C. 132(a) because it introduces 
new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall introduce new 
matter into the disclosure of the invention. The added material which is not supported by the 
original disclosure is as follows: 

In the specification, pages 1, 2, the applicant added the new limitation, "refueling of that 
are compatible with vehicles having onboard refueling vapor recovery (ORVR). Applicant 
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further changed "recovery" to "refueling", "space" to "space or ullage". By these amendments, 
the scope of the invention has been changed. 

In the specification, page 3, the applicant has replaced a substantial amount of paragraphs 
2 and 3 with new limitations that change the scope of the invention. 

The prior art reference cited on page 3, beginning on the last paragraph up to page 5 has 
been altered. 

The whole disclosure has been amended. It therefore will be time consuming to cite all 
the changes that have been made in the response submitted 2-21-06. 

1 1 . The substitute specification filed 2-21-06 has not been entered because it does not 
conform to 37 CFR 1.125(b) and (c) because of the reasons stated above. 

Requirements for information. 

12. In the course of examining or treating a matter in a pending or abandoned 
application filed under 35 U.S.C. 1 1 1 or 371 (including a reissue application), 

in a patent, or in a reexamination proceeding, the examiner or other Office 
employee may require the submission, from individuals identified under § 
1 .56(c), or any assignee, of such information as may be reasonably necessary 
to properly examine or treat the matter, for example: 

(iii) Related information : A copy of any non-patent literature, published 
application, or patent (U.S. or foreign), by any of the inventors, that 

relates to the claimed invention. 

(iv) Information used to draft application : A copy of any non-patent 
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literature, published application, or patent (U.S. or foreign) that was used 
to draft the application. 

(v) Information used in invention process : A copy of any non-patent 
literature, published application, or patent (U.S. or foreign) that was used 
in the invention process, such as by designing around or providing a 
solution to accomplish an invention result. 

(viii) Technical information known to applicant . Technical information 
known to applicant concerning the related art, the disclosure, the claimed 
subject matter, other factual information pertinent to patentability, or 
concerning the accuracy of the examiner's stated interpretation of such 
items. 

The applicant is hereby requested to submit the prior art that was canceled in the original 
pages 3, last paragraph to page 5; pages 11-12, etc of the disclosure submitted 2-21-06. 

Claim Rejections - 35 USC § 112 

13. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

14. Claims 1-4 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 
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In amended claim 1, the applicant recites "an area near said end of said spout"; "a first 
pressure relative to atmospheric pressure"; "fuel blocking at least said second passageway"; 
"said second passageway is coupled to a vacuum generator within said nozzle". These 
limitations were not in the original disclosure. 

15. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

16. Claims 1-4 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

17. In claim 1, the limitation "an area near said end of said spout" is indefinite. It is not 
understood what all is meant and encompassed by "an area near said end of said spout". 

Claim Rejections - 35 USC § 102 

18. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

19. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Healy (6095204). 
Regarding claim 1, Healy (figs. 1-7; abstract; cols. 6-12) discloses a fuel dispensing 

system for refueling a vehicle equipped with an ORVR system wherein said fuel dispensing 
system includes an assist-type vapor recovery system adapted to transfer vapors expelled from a 
fuel tank on said vehicle when the said fuel tank is filling with fuel dispensed from an end of a 
spout of a nozzle inserted into a filler tube of said vehicle leading to said fuel tank and said 
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nozzle being coupled to a hose of said fuel dispensing system, said nozzle including an automatic 
shut-off mechanism for stopping the flow of fuel through said nozzle when said fuel tank is 
approaching a filled condition, said shut-off mechanism including a diaphragm having a first side 
and a second side, the improvement comprising: 

a first passageway (1 14, 218) in communication with said first side of said diaphragm 
204 and an area near said end of said spout 14 (col. 8, lines 21-67; col. 9, lines 10-50); and 

a second passageway (202, 208, 100) in communication with said second side of said 
diaphragm and an area near said end of said spout 14 (col. 8, lines 21-67; col. 9, lines 10-50); 

wherein when the said vehicle is being refilled with fuel from the said fuel dispensing 
system, pressure relative to atmospheric pressure and generated by the said assist-type vapor 
recovery system and said ORVR system is communicated to both said first and said the second 
sides of said diaphragm such that said diaphragm is not substantially deflected by said pressure 
until such time as the said shut-off mechanism senses said fuel tank approaching the filled 
condition by fuel blocking at Least said second passageway (col. 8, lines 21-67; col. 9, lines 10- 
50). 

Regarding claim 2, Healy (figs. 1-7; abstract; cols. 6-12) discloses the fuel dispensing 
system of claim 1 wherein the said first and second passageways are in substantially sealed 
communication with the said first and second sides of said diaphragm, respectively (col. 8, lines 
21-67; col. 9, lines 10-50). 

Regarding claim 3, Healy (figs. 1-7; abstract; cols. 6-12) discloses comprising: 
a boot surrounding the said spout and adapted to be in substantially sealed contact with 
the said filler tube as part of said first passageway (col. 8, lines 21-67; col. 9, lines 10-50). 
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Regarding claim 4, Healy (figs. 1-7; abstract; cols. 6-12) discloses the fuel dispensing 
system of claim 1 further wherein said second passageway is coupled to a vacuum generator 
within said nozzle (col. 8, lines 21-67; col. 9, lines 10-50). 

In claims 1, 2 5 the statement of intended use or field of use, "adapted to", "substantially", 
"wherein when the said vehicle is being refilled with fuel from the said fuel dispensing system, 
pressure relative to atmospheric pressure and generated by the said assist-type vapor recovery 
system and said ORVR system is communicated to both said first and said the second sides of 
said diaphragm such that said diaphragm is not substantially deflected by said pressure until such 
time as the said shut-off mechanism senses said fuel tank approaching the filled condition by fuel 
blocking at Least said second passageway" are essentially method limitation or statement of 
intended or desired use. Thus, the claim as well as other statements of intended use do not serve 
to patentably distinguish the claimed structure over that of the reference. See In re Pearson, 181 
USPQ 641; In re Yanush, 177 USPQ 705; In re Finsterwalder, 168 USPQ 530; In re Casey, 512 
USPQ 235; In re Otto, 136 USPQ 458; Ex parte Masham, 2 USPQ 2nd 1647. See MPEP § 21 14 
which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from the prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex parte 
Masham, 2 USPQ 2nd 1647. 

Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than functions. In re Danly, 120 USPQ 528, 531. 
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Apparatus claims cover what a device is not what a device does. Hewlett-Packard Co. v. 
Bausch & Lomb Inc., 15 USPQ2d 1525, 1528. 

As set forth in MPEP § 21 15, a recitation in a claim to the material or article worked 
upon does not serve to limit an apparatus claim. 



20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ronnie Mancho whose telephone number is 571-272-6984. The 
examiner can normally be reached on Mon-Thurs: 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on 571-272-6878. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Communication 



Ronnie Mancho 
Examiner 
Art Unit 3663 
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